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In re App li-.^at .i 'jn of : 
EeBon^e, Fan, and Loh : 

Application No. Od/572,027 : DECISION REFUSING S^^ATUS 

Filed: 14 December, 19? 5 : 
Attorney's Doc^iet No. A2 1-535. IC 07 : 

Tnis is a Ge^ri s i -:ri on zY.o p^etition fileo on 15 May, .ojQl, under 
37 CFR 1.183, whicn is being treated as (1) a p^etitiLTi un^ier 57 
CFR 1.43(a) to amend the inventive entity by the aadioic-n of Guo- 
Hua Miao (Miao) and the deletion of Willie K.-T. Lon (Lcn), (.1) a 
petitic>n under 57 CFR 1.1-33, requesting waiver- -jf 57 CEF. 
l.'13(a) (1) which requires a statement frcim the p-erson bernq abided 
(Miao), (5) a petition under 37 CFR 1.185, requestinc waiver of 
57 OFF. 1.65 and 1.67, which require that a named inventc^r exe^-:ute 
a supplemental declaration, ana (4) as authorized oy 57 CFr. 
1.48(a)(2) a petition under 57 CFR 1.47(a), to accept the 
declaratito: fileo c^n 15 May, 2001, which lacKs the signature t'f 
Miao. 

The pet it i c-n i s dlsmi ssed . 

Any request t-tr recoo:si derat i tit C'f this decisiitii must be 
submitted within TWO' (2) MONTHS from the mail oat^t of th:s 
decision. Extensiiois of time under 37 CFR l.l:.':(a) are 
permitted. FAILURE TO' TIMEl/i RESP'IND WIIL RESUI/I' IN ABANDONMENT 
:jF the APPIdCATNlN . The re tt-ns i :[*:r at i on requ^is^: shoulc. mtlutle a 
ct-ver letter entitle:! ''Ren^twed Petitic-ns Unoer :7 CFR 1.15, 
15 5, and 1.4 7." 

The above-identified application was filed on 14 Detemoer, 1995, 
without an oath t^r declaration. 'On 25 March, 1996, a deilaratisn 
was filed naming Lorin H. DeBonte, Zhegong Fan, an J Willie H.-T. 
LC'h as joint invent-irs. 
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On 15 May, 2001, the present petiti'jn was filed, whereby 
petitioners request that iXIiao be added and Loh be deleted as a 
named i.nventor. Petitioners also request waiver of the rules in 
that Miao refuses to sign the declaration and the statement of 
lack of deceptive intent as required by 37 CFR 1.48. 
Furthermore, petitioners request waiver of ohe rules in ^hat an 
inventor who signed the original declaration, Fan, refuses tc^ 
sign tne supiplemental declaration naming Miaci as a joine 
invent o r . 

Petition Under 37 CFR 1.183 to waive 37 CFR 1.48(a). 

37 CFr. 1.4c (a) requires that an amendment zo the i\amed inventive 
entity be accompanied by: (1) a petiti'jn includin-'j a statement 
from each person being added and frcim each pers'on bein';: deleted 
as an invent-i^r that the err-Dr occurred withciut 'aecepc. i ve 
intention or: his c-r her part; (2) an ^jaih or tlecl a: i jn by each 
actual inventor c-r inventors as required by 17 CFF: 1.6;. or as 
permitted by 37 CFR 1.42 , 1.4 3, or 1.47; (1) che fee set fjrth in 
37 CFF. 1.17(1); and (4) the written consent ^^f any assignee, if 
any of the t'liginally named inventors has execute':i an assignment. 

The present petition lacks items (1), (2), and (4) with respect 
to MiaC'. The petit ic^n also lacks item (4) w^ith respect tt l,oh. 

in response X.o item (1), tne p'etitiC'n lacks a statement ot lack 
of deceptive intent i'l-n or: tne part jf lAiac, :he invent'tr ;:eing 
added. In resp'tnse t't item (2), trie supiplemerit al declaration 
lac:<s the signature of Miao. It is notea that although 
petitioners state that Fan refuses to sign the supp lem-E-nt ^ I 
declaration, a copy 'tf the tiec la rat i c-n naminu Cie-Bc-nte, lAio^o, and 
Fan as jcint inventc-rs was filed ori lb May, It'Ol, app>arent Ly with 
Fan's signature. Acct-riding 1 y , it app'Oars th^it Fan has in fact 
signed the sup^pdemental dec 1 arat io:t . Pet i t i'trie r- ' s mus t notify 
the C'ffice if this is an inc'jrrect interpretati'tn . 

37 CF? 1.133 pr-jvides that in an ext rao ridina ry situatltn, wher. 
justice reguires, any requirement of the regulations in this itart 
which is nt't a requirement t-f the statutes may be suspend*E'd c- r 
waiveti by the (Ic-mmissioner -tr the Ccmmissic>ner' s designee, sua 
sponte, or on p^etition of the interested party, subject t't such 
other requirements as may be imp'osed.* 
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Petitioners must show th^it the inability to obtain the statement 
fr>om Miac' is, notwithstanding the exercise of reas-onaole ::are and 
diligence, due to circumstances t-ey-jnd their c^jntrcd, L'nier one 
circumstances of tnis case, pet it ic'ners snc'ul-:i prc'oee':! .^s n^i-te:! 
in mc're detail infra to make rheir showing in support c f their 
request f-jr waiver. 

In regards to item (4), petioiciners have n-.jt r^rc'vided r-r-j-of of 
authority of the pers'jn signing the st5itemeno 'i-f C'lTisent : -o sign 
on behalf C)f the assignee. The statement must t^e either sig^ne:! 
tiy an cifficer ot the cc^rp-jr a: ion {p-resident, vice f'resider:t, 
secretary, or treasurer), or petiticiners muse p-resent projf ot 
the authC'rity -of the p>erson signing c^n behalf of the cc rp- or a: i jn 
in accordance with 37 (:fF; 2,7:. (b). 

Petition Under 37 CFR 1,47 (a). 

Likewise, the entire sh-C'wing C)f rec-i-rd, c^onsiaerea alsij un':;er :7 
L'Fr; 1.47, doos not currently warran:: accep'tance of the 
declarati.i'ns under 37 CFF. 1.-?: and :7 CF?. 1 . 4 1 { a ) { .J ) , fiboj cn 12 
March, 2G01, so as to amen':i tne inventive entity :f rec'jrci ■j.rj.ior 
27 i2FR 1.42(a), 

A grantable petition under :-7 CFR 1.47(a) reguires: (1) vro:>[ 
that the non-signing inventor cannc-t be reached or located, 
notiwlLhstanding diligent eff'jrt, or refuses zo sign the oath or 
■iieciaratic^n after having r-een presented wioh the ar-p>l i ca: i : n 
P'apers ( sp^ec i f i ca t i c n , claims, drawings, and the :iecl ara: i : n ) ; 
(2) an accep'tahde c-ath c^r oecl aratic^n in c^jmpdiance with : :■ 
2.2.C. §§ 112 ana llo; (2) the petitic^n fee; ana (4) a statement 
of the last knc'wn address of zho njn-signing invent^-r. The 
present p^etiti-jn lacks items (1). 

In respect to item (1), the she-wing t-f rect-ro Is insufficient tc^ 
establish that Miac- refusea t't sign the declarati'tn after r^aing 
presented with a cc-p^y -af the appl icat i c-n . Althcugn a letter was 
sulamitted with the p^etiti'tn sn^jwing that a ct^p^y tf the 
ap'pl icat i'tn ana statement ^af lack jf tiecep'tive intent vjoto maile-d 
to Miao at E.I. f'uE'iant de Nema-urs Campany (I'ua'ant), the- Letter 
da-es nt't cc-nstitute a bona fide attemp't tc p-resent the 
applicatia-n p-apers to Miaa^ laecause the letter was na-t sea to the 
last kna-wn aa^dress c^f the nC'n-signing invents r. It. is l ui^ther 
noted that na^ street address was listed an the letter, however. 



" See r-IPEP ^109. 0 3 (d) . 
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and there is no evidence that Miao ever received the letter. 

Petitioners should send or give a copy of the application papers 
(specification, including claims, drawings, if any, and the 
declaration) and the statement of lack of deceptive intent to the 
inventor at his last known address. Petitioners may submit proof 
in the form of a copy of the cover letter transmitting the 
application papers to the non-signing inventor or details given 
in an affidavit or declaration of facts by a person having first 
hand knowledge of the details. 

Additionally, proof that the inventor refuses to sign the 
Declaration and the statement of lack of deceptive intention 
after being presented with the application must be provide:!. ^ If 
there is a written refusal, petitioners must p-rovide a cop'V of 
the written refusal. If the refusal is made orally to a p^erson, 
then the person must p'rovide details of the refusal in an 
affidavit or declaration of fa.:t3. 

Petition Under 37 CFR 1.183 to waive 37 CFR 1.63 and 1.64. 

It is noted that although petitioners state that Fan refuses to 
sign the supplemental declaration, a copy of the declaraticn 
naming DeBonte, Miao, and Fan as joint inventors filed on 15 May, 
2001, appears to bear Fan'^s signature. Accordingly, it appears 
that Fan has in fact signed the supplemental declaration. 
Petitioners must notify the Office if this is an incorrect 
interpretation . 

Further correspondence witn respect to this natter should t-e 
addressed as fc'llows: 

By mail: Assistant Cormniss loner fc^r Patents 

Box DAC 

Washington, E) . C . 2 0231 

By FAX: (703) 308-6916 

Attn: Office of Petitions 

By hand: Crystal Plaza Four, Suite 3C23 

2201 S. Clark Place 
Arlington, VA 



^'hPEP 4 09 . 0 3 id) 
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Telephone inquiries concerning this matter may be directed to 
Petitions Attorney Douglas I. Wood, at (703)308-6918. 



Bever>y M. Flanagan 
Supervisory Petitions Examiner 
Office C'f Petitions 
Office of the Deputy Commissioner 
for Patent Examination Policy 




